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Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

2£S5^^ out and distinct* 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, lines 4-6, the recitation "one extension adapted for opposing and 
which approaching" is vague, indefinite and confusing. The Examiner suggests to 
change "adapted for opposing and which approaching" to -, the end of said extension 
is formed adjacent to--. 

In claim 1, line 8, delete the second "one". 

Also, in claim 1 , lines 8-9, the recitation "against at least one of the extensions 
such that extensions locally guide the expansion of the expandable materia." appears to 
be vague, indefinite and confusing as to the direction the expandable material is being 
guided to. 

In claim 3, line 3, the Examiner suggests to change "extremity" to more 
commonly used -outer surfaces-. Also, at line 4, insert -the surfaces- after "and". 
For claim 4, the Examiner suggests re-write the claim with Markush format. 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

S^^RXS^ in (1) an application for patent, published under section 122(b) by 

Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hopton et al. (US 6253524). 

Hopton's invention is directed to a reinforced structural member includes a 
structural member and a reinforcing member, the reinforcing member being received 
within a cavity of the structural membe r and bonded thereto by thermally expansible 
foaming structural reinforcing material (Abstract). Hopton teaches in Figs. 1 and 3 the 
cross section view of the reinforcing member 20, which broadly includes a carrier 28, 
thermally expansible foaming structural reinforcing material 30, and at least one 
directional foaming shelf 34. The reinforcing material elements 36 and 38 are thereby 
held in positions sufficiently Digxjmate the structural member 22 to permit the reinforcing 
material to foam, expand and bond to the carrier 28, respective directional foaming 
shelves 40 and 42, and structural member 22 (column 3, line 64 to column 4, line 8). 
Claims lack novelty. 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

6. Claims 3-20 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hopton et al. (US 6253524). 

The teachings of Hopton are again relied upon as set forth above. 
For claims 3 and 8, although Hopton is silent about the clearance between the 
outer surfaces of the reinforcing member and the inner surfaces of the hollow structural 
member, it is believed that a suitable clearance is either inherently disclosed by Hopton, 
or an obvious optimization to one of ordinary skill in the art, motivated by the desire to 
optimize the bonding between the elements. 

For claim 4, although Hopton lacks an express teaching of forming the reinforcing 
member by injection molded plastic with a foam core, the Examiner notes that the 
aforementioned reinforcing member is well known art, as evidenced by the state of the 
art Harrison et al. (US 6451231) which teaches a plastic stiffening part with a foam core 
formed by injection molding (column 5, lines 55-59). As such, it is believed that a 
injection molded plastic part with a foam core is either inherently disclosed by Hopton, 
or an obvious selection one of ordinary skill in the art, motivated by the desire to reduce 
the weight of the reinforcing member. 

For claims 5, 19 and 20, the Examiner notes that Hopton's directional foaming 
shelf 34 inherently encompasses structural elements such as ribs, or at most an 
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obvious modification to one skilled in the art, motivated by the desire to form extensions 
or walls to direct or restrict the foaming direction. Further, Hopton clearly shows in Fig 1 
that the expandable material is placed between the walls (or ribs), and in Fig 8, that a 
series of pairs of walls (or ribs) are intermittently provided. 

For claims 6 and 7, Hopton expressly teaches that the walls of the directional 
foaming shelf can be adjusted, and the walls of the lower directional foaming shelf 
support the reinforcing member (column 5, lines 43-50). 

For claims 9-1 1 , Hopton expressly teaches that the reinforcing member can be 
formed from nylon, i.e., a po.yamide. Further, the Examiner notes that including glass 
or carbon fiber in a reinforcing plastic is well known art, as evidenced by the state of the 
art Torigoe et al. (US 5598610) which teaches that carbon fiber or fiber can be 
added to reinforce a injected molded polyamide (column 8, lines 45-63). As such, it is 
believed that the use of a filled po.yamide to form the reinforcing member is either 
inherently disclosed by Hopton, or an obvious modification to one skilled in the art, 
motivated by the desire to modify the elastic modulus of the reinforcing member. 

For claims 12-13 and 15-16, Hopton expressly teaches that a preferred 
composition of the thjsrmMv^ structura| rejnforcjng 3Q 

contains from about 30-45% by weight of a bispheno. A-based liquid e £ oxy_resin and 
from about 10-20% by weight glass microspheres (Scotch.ite S60); from about 0.1-5% 
by weight of a blowing agent (column 4, lines 26-41 ). It should be noted that epoxy 
resin is believed to be inherently thermosetting. Further, Hopton teaches that admitted 
prior art shows that the reinforcing member is adhesively attain to the metal 
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structural parts of an automobile by thermally expandable material (cover page, other 
publications). 

With respect to the product-by-process claims 14, the method limitation has not 
been shown on the record to produce a patentab.y distinct article, as such the formed 
articles are rendered prima facie obvious. 

For claim 17, although Hopton lacks an express teaching that the expandable 
materia, is app.ied to at least a portion of the surfaces of the rigid reinforcing member 
that will be adjacent to two non-parallel surfaces of the interior surface of the hol.ow 
structural member, it is noted that Applicants have admitted in Fig. 2B that the 
aforementioned element is known prior art. 

For claim 18, although Hopton lacks an express teaching that the expandable 
material is applied over part of each of the top and bottom and the sides of the 
reinforcing member, it is believed that placing the expandab.e material suitably on the 
surfaces, including all four sides, of the reinforcing member is known art, as evidenced 
by the state of'he art Czap.icki (US 6358584, Fig. 1 ). As such, it would have been 
obvious to one of ordinary skill in the art to modify Hopton's reinforcing member to place 
the reinforcing material at all the surfaces, motivated by the desire to secure the 
reinforcing member to all the surfaces of the cavity. 

Claims 21-32 essentially contain the same claimed elements of claims 1-20, as 
such they are also rejected for the reasons as set forth above. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose te.ephone number is 703-605- 
4296. The examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terre. H Morris can be reached on 703-308-2414. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9310 
for regular communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 
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